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DETAILED ACTION 

1. This Office Action is responsive to the correspondence filed 1 1/12/2008. 
Claims 1-22 were pending. No claims are added nor cancelled. Thus claims 1-22 are pending. 
Claims 1, 11, 21 and 22 are amended. Claims 1, 11, 21, 22 are independent. 

Claim Rejections - 35 USC § 101 

2. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or 
composition of matter, or any new and useful improvement thereof, may obtain a patent 
therefor, subject to the conditions and requirements of this title. 

3. Following proper amendment of claims 1 1 and 22, the previous rejection of 
claims 11-20, and 22 under this section is withdrawn. 

4. Claims 1-10 are rejected under 35 U.S.C. 101 because the claimed inventions 
are directed to non-statutory subject matter. 

Based on Supreme Court precedent, a method/process claim must (1) be tied to another 
statutory class of invention (such as a particular apparatus) (see at least Diamond v. Diehr, 450 
U.S. 175, 184 (1981); Parker v. Rook, 437 U.S. 584, 588 n.9 (1978); Gottschalk v. Benson, 409 
U.S. 63, 70 (1972); Cochrane v. Deener, 94 U.S. 780, 787-88 (1876)) or (2) transform 
underlying subject matter (such as an article or materials) to a different state or thing (see at least 
Gottschalk v. Benson, 409 U.S. 63, 71 (1972)). A method/process claim that fails to meet one of 
the above requirements is not in compliance with the statutory requirements of 35 U.S.C. 101 for 
patent eligible subject matter. 
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Further, under In re BUski, 2007-1130, slip op. (Fed. Cir. Oct. 30, 2008), "the machine- 
or-transformation test is the only apphcable test and must be applied, in light of the guidance 
provided by the Supreme Court and this court, when evaluating the patent-eligibility of process 
claims." (Id., slip op. at 29). 

Here, claim 1 recites: 

A method to incentivize a first party to refer a payment service to a 
second party, the method including: 

usins at least one processor to perform at least some portion of the followins actions: 
establishing an account for the second party, wherein the account is associated with one of a 
plurality of bonus programs and wherein the account is further associated with the first party; 
receiving a payment to the account for the second party; and 

automatically awarding a payout to the first party based on the payment to the account for the 
second party and on the bonus program that is associated with the account. 

Here, a processor is recited (tie to a machine test), however using it to perform "some 
portion" of a step is deemed using the processor in insignificant extra activity, that will not 
transform an unpatentable principle into a patentable process, (see similar analysis in Bilski, slip 
op. at 16). In other words, under present understanding of 35 USC 101, the machine's 
involvement should be central to the purpose of the claimed method and there should be a nexus 
between the machine and the steps so that it is a specific application of the underlying 
fundamental principle. Here using a processor to perform "some portion" of a step can be e.g. 
using a processor phone to caU the bank to inquire about establishing an account by the 2nd party 
which is not a specific application of the inventive underlying fundamental principle. 

Here, for example, if the central part of the invention is receiving a payment to the 
account for the second party; and automatically awarding a payout to the first party based on the 
payment to the account for the second party and on the bonus program that is associated with the 
account, at least these main steps should be claimed "using a computer" or like language. 
Likewise, if the main step of the invention is establishing an account for the second party, 
wherein the account is associated with one of a plurality of bonus programs and wherein the 
account is further associated with the first party, at least the (implied) associating steps should be 
claimed as "using a computer" or like language. 
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Also the claim fails to meet the above l""* requirement of physically transform underlying 
subject matter (such as an article or materials) to a different state or thing. 

Claims 2-10 suffer from the same defect. (Note: Claim 10 can be interpreted as a tender 
by electronic payment, which is not a physical transformation nor tied to another statutory class 
of invention). 

Claim Rejections - 35 USC § 112 

5. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and 
distinctly claiming the subject matter which the applicant regards as his invention. 

6. Claims 1 1-20 and 22 are rejected under 35 U.S.C. 1 12, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. 

Claim 11: First, "using" in a system claim is improper mixing statutory classes. 

Second, even if modules are to be inferred as stored in a processor, as argued, " to 
execute . . ." is a statement of intended use only, i.e. Applicant is really just claiming the 
processor, not the particular modules i.e. the required structure. 

Third, despite the addition of a processor to execute, as stated earlier, one skilled in the 
art would understand modules as software and it seems like these modules are hanging in space, 
they are not claimed as stored in any memory. Thus the issue is how does the processor execute 
such modules. In other words the structural elements of the system are not properly claimed. 
Applicants arguments are not persuasive as they amount to asking that limitations be read into 
the claims. 
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Claims 12-20 are rejected based on their dependency. 

Claim 22: "using" in a system claim is improper mixing statutory classes. Further, it's not 
clear if "means" are software only thus the scope of the claim is not clear. See 35 USC § 101 
discussion above. Clarification is required. 

Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or 
described as set forth in section 102 of this title, if the differences between the subject 
matter sought to be patented and the prior art are such that the subject matter as a whole 
would have been obvious at the time the invention was made to a person having ordinary 
skill in the art to which said subject matter pertains. Patentability shall not be negatived 
by the manner in which the invention was made. 

8. Claims 1-22 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Perri, US 2001/0020231 in view of Official Notice and further in view of Warren, US 
20030101131. 

Claims 1-3, 8, 11-13, 18, 21, 22: 

Perri US 2001/0020231 discloses computer assisted multi-level marketing compensation 
method wherein a message is sent from a first party to a second party, wherein the message 
includes a link to a processor (at which second party can sign up for a service) and the link has 
the first party identifier so the first party can be automatically compensated for specified 
activities of the 2"^ party (see abstract, [0072], [0077] -[0079]). The referral message can be an 
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email with links or a link on an ad banner posted on the website of a referring party (Figure 11, 
[0077]). Perri discloses the compensation of 1^' party is for the l""* party signing up to open an 
account (which can be an affiliate account, a shopping account or other service account, see 
[0079]). 

Perri discloses the compensation of 1^' party is for the 2"'' party signing up to open a 
account (which can be an affiliate account, a shopping account or other service account, see 
[0079]) but Perri does not specifically disclose the compensation of 1^' party is for the party 
signing up to open a payment account. 

However giving finder's fee for referring another to open a financial account is well- 
known. (See e.g. Hajdukiewicz which discloses (col. 7 lines 30-35) finders fee for a referrer of a 
client who opens credit card account (i.e. reads on a "payment account" since this term is not 
specifically defined in the specification)). 

Thus it would have been obvious to a person having ordinary skill in the art at the time 
the invention was made (herein a "PHOSITA") to add the teaching of rewarding the finder of a 
new customer for a financial account to Perri to extend Perri' s marketing scheme to financial 
accounts. 

Perri and HAJDUKIEWICZ further do not disclose a particular bonus program 
associated with the payment account among plural bonus programs. 

However, Waixen discloses a website for a potential reward recipients (e.g. account 
holder) to customize desired rewards features, such as criteria for earning 
rewards, methods of redeeming rewards, and types of compensation (abstract, [0004],[0047], 
[0065]). ( For example, rewards could be hotel, travel or shopping points, such as United 
Airlines miles or Marriott points, or cash, or merchandise. Payout conditions may be based on 
specific performance. Methods of redeeming awards may include automatic redemption at a 
predetermined event, e.g., a number of points earned, or customer initiated redemption. See 
[0065]). 

Thus it would have been obvious to a PHOSITA to add Warren's teaching of giving a 
choice of reward plans to the Perri and HAJDUKIEWICZ system, and give such choice to the 
Perri' s 1^' party, to satisfy her. 
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It would further have been obvious in that case to associate the particular bonus program 
(for the benefit of the 1^' party) with the account of the l""* party so effect the rewards scheme, 
i.e. properly pay the 1^' party according to her choice of rewards. It would also have been 
obvious to associate the 2^^ party account identifier and the bonus program identifier to the 1st 
party identifier (which identifies to 1^' party) so that the 1*^' party can be automatically paid upon 
the required performance of the 2nd party (as taught by Perri). 

Thus Perri, in view of Hajdukiewicz and WaiTcn, as above discussed, disclose: 
A system, machine readable medium storing a set of instructions to execute a 
method to incentivize a first party to refer a payment service to a 
second party, the method including: 

establishing an account for the second party, wherein the account is associated with one of a 
plurality of bonus programs (interpreted as bonus programs that the 1st party can sign up for) and 
wherein the account is further associated with the first party; 

receiving a payment to the account for the second party (Perri alone, see response to argument 
below, or Perri in view of Hajdukiewicz); 

wherein the first party is eligible to participate in a 
plurality of bonus programs (further in view of Warren). (Note: this is also limitation of claims 8 
and 18). 

and automatically awarding a payout to the first party based on the payment to the 
account for the second party (Perri in view of Hajdukiewicz) and on the bonus program that is 
associated with the account (further in view of Warren). 

wherein the establishing of the account further includes associating a first identifier with 
the first party (per Perri) and a second identifier with the bonus program (per Warren) wherein 
the second identifier is utihzed to identify the bonus program from the plurality of bonus 
programs (Warren). 

Claims 4 and 14: 

Perri, in view of Hajdukiewicz and Warren disclose a method or system as in Claims 1 
and 1 1 above and Perri discloses communicating the first identifier to the second party via the 
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first party so the T' party can be paid (i.e. reads on the first identifier is utilized by the second 
party to establish the account). 

However Perri, in view of Hajdukiewicz and Warren do not specifically disclose 
communicating the second identifier (bonus program ID) to the second party via the first party, 
wherein the first identifier and the second identifier are utihzed by the second party to establish 
the account. 

However, as discussed above, Warren adds to Perri and Hajdukiewicz, satisfying the 1^' 
party by giving her a choice of reward plans. In that case, it would have been obvious to a 
PHOSITA that the identifier for the bonus program also would have to be communicated to 
l""* party by 1^' party so the second party can submit both identifiers when opening his or her 
account, so 1^' party could be appropriately rewarded under her chosen reward program. 

Claims 5-6 and 15-16: 

Perri, in view of Hajdukiewicz and Warren disclose a method or system as in Claims 1 
and 1 1 above. 

Warren further discloses configuring the plurality of bonus 
programs (programs), wherein each bonus program includes a plurality of payout conditions 
([0065]) wherein the plurality of payout conditions is based 

on an at least one of an eligible volume, a payout rate, a payout period (Warren at [0065] 
discloses automatic redemption at a predetermined event which reads on for example an end of 
month thus a monthly payout period), an initial payout, initial hurdle and a maximum payout. 

As discussed above. Warren was added to provide satisfaction to Pern's affiliate with 
rewards choices. Further addition of this known redemption method, as taught by Warren, to 
Perri, would only yield the predictable result of allowing redemption periodically thus would 
have been obvious at invention time. 

Claims 7 and 17: 

Perri, in view of Hajdukiewicz and Warren disclose a method or system as in Claims 1 
and 1 1 above. Perri further discloses wherein the payout includes an at least one of an initial 
payout (when 2°'' party opens an account, 1^' party is paid, this reads on an initial payout). 
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Claims 9 and 19: 

Perri, in view of Hajdukiewicz and Warren disclose a method or system as in Claims 6 
and 16 above. Perri further discloses wherein the plurality of bonus programs include an at least 
one of an unrestricted bonus program (Perri does not put restriction on who can join the affiliate 
rewards program thus reads on an unrestricted bonus program) and a restricted bonus program. 

Claims 10 and 20: 

Perri, in view of Hajdukiewicz and Warren disclose a method or system as in Claims 1 
and 1 1 above. 

Warren further discloses wherein the payout is tendered in at least one of a plurality of 
national currencies (this is obvious for Wairen's cash reward payments at [0065]). As discussed 
above, Warren was added to provide satisfaction to Perri' s affiliate with rewards choices. Further 
addition of this known redemption method, as taught by Warren, to Perri, would only yield the 
predictable result of allowing redemption in cash in the designated currency thus would have 
been obvious at invention time. 

Response to Arguments 

9. Applicant's prior art arguments filed 11/1 2/2008 have been fully considered but 
are not persuasive. Thus the rejection is maintained. Other arguments 35 USC §101 and 112, 
2"^ paragraph are addressed under the appropriate statutory sections above. 

In response to applicant's prior art arguments against the references individually, one 
cannot show nonobviousness by attacking references individually where the rejections are based 
on combinations of references. See In re Keller, 642 F.2d 413, 208 USPQ 871 (CCPA 1981); In 
re Merck & Co., 800 F.2d 1091, 231 USPQ 375 (Fed. Ck. 1986). 

It is argued, claim 1 requires "automatically awarding a payout to the first party based on 
the payment to the account for the second party and on the bonus program that is associated with 
the account." 

As stated above, Perri teaches, a referring (1^') party receives credit or compensation for 
referring a new (2°'') member to a participate in a program, such as the 2°'' party signing up to 
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open an account (which can be an affiliate account, a shopping account or other service account, 
see [0079]). In Perri, the referral ink has the first party identifier so the first party can be 
automatically compensated for specified activities of the l"** party (see abstract, [0072], [0077]- 
[0079]). (The referral message can be an email with links or a Unk on an ad banner posted on the 
website of a referring party (Figure 11, [0077])). 

Note: Perri' s 2°'' party newly registered shopping account (see [0079]) also reads on a 
payment account where payment is made into since one has to pay a shopping account to shop). 
Therefore Perri alone, even without Hajdukiewic, already teaches "automatically awarding a 
payout to the first party based on the payment to the account for the second party". 

As to Warren, Applicant misunderstands the use of Warren in the combination of 
references. Warren is only used to teach that a party which is to be given rewards, can be given a 
choice of rewai^d types to select from. 

Thus, as stated above, it would have been obvious to a PHOSITA to add Warren's 
teaching of giving a choice of rewards types or plans to the 1^' party in the Perri and 
Hajdukiewicz system for the 1^' party satisfaction. As stated above the bonus program (for the 
benefit of the 1st party) identifier has to be associated with the 2°'' party account to properly pay 
the 1^' party according to her chosen bonus program choice. 

Thus, contrary to argument, Perri, in view of Hajdukiewicz and Warren, as above 
discussed, further disclose "awarding a payout to the first party based on the bonus program (for 
the benefit of the 1st party) that is associated with the account"( that the 2°'' party opens). 

Conclusion 

10. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
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CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

Any inquiry concerning this communication or earlier communications from the 

examiner should be directed to KHANH H. LE whose telephone number is 571-272-6721. The 
Examiner works a part-time schedule and can noiTnally be reached on Tuesday- Wednesday 
9:00-6:00. 

If attempts to reach the Examiner by telephone are unsuccessful, the Examiner's 
supervisor, James W. Myhre can be reached on 571-272-6722. The fax phone numbers for the 
organization where this application or proceeding is assigned are 571-273-8300 for regular 
communications and for After Final communications. Any inquiry of a general nature or relating 
to the status of this application or proceeding should be directed to the receptionist whose 
telephone number is 571-272-3600. For patent related correspondence, hand carry deliveries 
must be made to the Customer Service Window (now located at the Randolph Building, 401 
Dulany Street, Alexandria, VA 22314).. 

Information regarding the status of an apphcation may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

February 14, 2009 
/Khanh H. Le/ 
Examiner, Art Unit 3688 



/James W Myhre/ 

Supervisory Patent Examiner, Art Unit 3688 



